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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply v^thin the statutory minimum of thirty (30) days vAW be considered timely. 

- if NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANCX^NED (35 U.S.C. § 133). 
• Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 

earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

!)□ Responsive to Gommunication(s) filed on . 



2a)n This action is FINAL. 2b)l3 This action is non-final. 

3) n Since this application is in condition for allowance except for fonnal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) [3 Claim(s) 97-144 is/are pending in the application. 

4a) Of the above claim(s) 126-132 and 137 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) (EI Claimfe) 97-125.133-136 and 138-144 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) S Claim(s) 97-144 are subject to restriction and/or election requirement. 
Application Papers 

9) n The specification is objected to by the Examiner. 

10) n The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) n The oath or declaration is objected to by the Examiner. Note the attached Office Action orfonm PTO-152. 
Priority under 35 U.S.C. §§119 and 120 

12) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

aOAll b)n Some*c)n None of: 

1 Certified copies of the priority documents have been received. 
2,n Certified copies of the priority documents have been received in Application No. 



3.n Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

13) n Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application) 

since a specific reference was included in the first sentence of the specification or in an Application Data Sheet. 
37 CFR 1.78, 

a) Q The translation of the foreign language provisional application has been received. 

14) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 since a specific 

reference was included in the first sentence of the specification or in an Application Data Sheet. 37 CFR 1 .78. 

Attachment(s) ^. 

1) ^ Notice of References Cited (PTO-892) 4) □ Inten^iew Summary (PTO-413) Paper No(s). . 



2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) J J 5) □ Notice of Informal Patent Application (PTO-1 52) 

3) S InformaUon Disclosure Statement(s) (PTO-1 449) Paper No(s) 6:7 . 6) □ Other: 
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Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 97-1 25 and 1 33-1 36, drawn to a dispensing device, classified in 
class 422, subclass 1 00. 

II. Claims 127-1 32, drawn to method of spring actuating a test strip, 
classified in class 436, subclass 46. 

III. Claims 126 and 1 36, drawn to method and apparatus using a lip extension 
structure to dispense test strips, classified in class 436, subclass 165. 

IV. Claims 1 38-144 are linking claims that will be examined with anyone of the 
groups I7III above. 

The inventions are distinct, each firom the other because of the following reasons: 

Inventions II and 1,111 are related as process and apparatus for its practice. The 
inventions are distinct if it can be shown that either: (1 ) the process as claimed can be 
practiced by another materially different apparatus or by hand, or (2) the apparatus as 
claimed can be used to practice another and materially different process. (MPEP § 
806.05(e)). In this case the process as claimed can be practiced by another and 
materially different apparatus such as one that has means to exert a first and second 
force in opposing directions to the stack of test strips. 

Inventions I and III are unrelated. Inventions are unrelated if it can be shown that 
they are not disclosed as capable of use together and they have different modes of 
operation, different functions, or different effects (MPEP § 806.04, MPEP § 808.01 ). In 
the instant case the different inventions the invention are not disclosed as capable of 
use together because invention I does not require the lip extension of invention III. Also 
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invention I requires a cover that is not disclosed in invention III. The invention have 
different effects, such that invention I is a storage container that will preserve the test 
strips and invention III only dispenses the strips. 

Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art because of their recognized divergent subject 
matter, restriction for examination purposes as indicated is proper. 

During a telephone conversation with Ms. LaSalle on 12/12/03 a provisional 
election was made without traverse to prosecute the invention of group I, claims 97-125, 
133-136 and 138-144. Affirmation of this election must be made by applicant in replying 
to this Office action. Claims 126-127 and 132 are withdrawn from further consideration 
by the examiner, 37 CFR 1.142(b), as being drawn to a non-elected invention. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371 (c) of this 
title before the invention thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AlPA) and the Intellectual Property and High Technology Technical 
Amendments Act of 2002 do not apply when the reference is a U.S. patent resulting 
directly or indirectly from an international application filed before November 29, 2000. 
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Therefore, the prior art date of the reference is determined under 35 U.S.C. 102(e) prior 
to the amendment by the AlPA (pre-AlPA 35 U.S.C. 102(e)). 

Claims 1 13-125,133-136 and 138-144 are rejected under 35 U.S.C. 102(e) as 
being clearly anticipated by Bottwein et al. 

Bottwein et al. teaches a magazine for the storage and dispensing of test 
elements. Col. 7 lines 24+ teach the magazine is contained within a moisture tight 
housing which has been read on the claimed sealed and substantially air and moisture 
tight housing. Ejector slide(14) has been read on the claimed urging element to apply a 
force to the strips. Col. 1 lines 20+ teach it is known to use either colorimetric strips or 
electrochemical devices. It is inherent the device and magazine would come with 
instructions. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 



m 
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4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims 97-1 12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Bottwein et al. 

See Bottwein et al. supra. 

Bottwein et al. is silent to the claimed container configuration wherein the height 
of the base is less than the length of each of the strips and specifically the base is about 
2/3 of the length of each strip. 

The court decided In re Dailev and Eilers (149 USPQ 49) that the configuration of 
a container is a "mere matter of choice" not significantly novel to define over the art. 
The choice of making the container shorter than the test strips is advantageous 
because less material will be required to construct the container and the test strips will 
be more accessible. 
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It would have been within the skill of the art to modify Bottwein et al. to have a 
magazine about 2/3 of the length of each strip to gain the above advantages as a mere 
matter of choice for the containers configuration. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Lyie A Alexander whose telephone number is 571-272- 
1254. The examiner can normally be reached on Monday, Wednesday and Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supen/isor, Jill Warden can be reached on 703-308-4037. The fax phone number for 
the organization where this application or proceeding is assigned is (703) 872-9306. 

Any inquiry of a general nature or relating to the status of this application or 

proceeding should be directed to the receptionist whose telephone number is 703-308- 

0661. ^ 

LyIe A Alexander 
Primary Examiner 
Art Unit 1743 



